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1. Newly submitted claims 61-62 are directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons. The invention of 
claims 61,62 encompasses a species of peptide comprising greater than amino acids 
1-249 of WT1, whilst the previously examined species (now claim 57) encompasses 
peptides comprising SEQ. ID. NO:144 that are less than amino acids 1-249 of WT1. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 61,62 are withdrawn from consideration 
as being directed to a non-elected species. See 37 CFR 1 .142(b) and MPEP § 821 .03. 

2. Claims 1 ,6,7,47-51 ,57,59,60 are under consideration. 

3. The rejection of claims 1,47-52,56-60 under 35 U.S.C. 112, first paragraph, as 
containing subject matter which was not described in the specification in such a way as 
to reasonably convey to one skilled in the relevant art that the inventor(s), at the time 
the application was filed, had possession of the claimed invention for the reasons 
elaborated in the Office Action mailed 2/21/2003 (paragraph 7) is withdrawn in view of 
the amended claims and cancellation of previously rejected claims. 

4. The rejection of claims 1,6,7,47-54,56-60 under 35 U.S.C. 112, first paragraph, 
as containing subject matter which was not described in the specification in such a way 
as to enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention for the reasons elaborated in paragraph 8 
of the Office Action mailed 2/21/2003 is withdrawn in view of the amended claims, 
cancellation of previously rejected claims, and applicants arguments. 

5. The rejection of claims 1,6,7,47,52,56 under 35 U.S.C. 102(b) as being 
anticipated by Herlyn et al. (WO 95/29995) for the reasons elaborated in paragraph 10 
of the Office Action mailed 2/21/2003 is withdrawn in view of the amended claims and 
cancellation of previously rejected claims. 



Serial No. 09/684361 
Art Unit 1644 



2 



6. The rejection of claims 1 ,6,7,47,48,52,56,57 under 35 U.S.C. 1 02(e) or 1 02(a) as 
being anticipated by Call et al. (US Patent 5,726,288) for the reasons elaborated in 
paragraph 1 1 of the Office Action mailed 2/21/2003 is withdrawn in view of the amended 
claims and cancellation of previously rejected claims. 

7. The rejection of claims 1,6,7,47-51 under 35 U.S.C. 103(a) as obvious over Call 
et al. (US Patent 5,726,288) in view of Jager et al. (US Patent 6,096,313) for the 
reasons elaborated in paragraph 15 of the Office Action mailed 2/21/2003 is withdrawn 
in view of the amended claims and cancellation of previously rejected claims. 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 57,59,60 are rejected under 35 U.S.C. 103(a) as obvious over Herlyn et 
al. (WO 95/29995) in view of Jager et al. (US Patent 6,096,313). 

Herlyn et al. teach a peptide comprising SEQ. ID No:144 (eg. see page 19, last 
paragraph and SEQ. ID No:4 of Herlyn et al., wherein SEQ. ID. No:144 is found in 
amino acids 1-181 of human WT1), wherein said peptide is immunogenic (eg. it induces 
antibodies, see page 20). The peptide "consists of no more than amino acids 1-249 of 
WT1". Herlyn et al. does not teach a composition containing the claimed peptide and 
GM-CSF. Jager et al. teach use of GM-CSF as an adjuvant and compositions 
containing GM-CSF and a peptide (see column 6, second paragraph and column 1 , first 
paragraph and claim 1). Jager et al. teach that GM-CSF can enhance the immune 
response against an antigen (see column 6, second paragraph ). GM-CSF enhances a 
T cell response in a patient (eg. see example 4). It would have been prima facie obvious 
to one of ordinary skill in the art at the time the invention was made to have created the 
claimed inventions because Heriyn et al. teach the peptides recited in the claims while 
Jager et al. teach use of GM-CSF as an adjuvant and that GM-CSF can enhance the 
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immune response against an antigen. One of ordinary skill in the art would have been 
motivated to do the aforementioned because Jager et al. teach that GM-CSF can 
enhance the immune response against an antigen (column 6, second paragraph). Thus, 
using said composition, a routineer would have achieve superior results when 
immunizing animals to produce antibodies as per Herlyn et al. 

Regarding applicants comments, Herlyn et al. teach a peptide comprising SEQ. 
ID No:144 (eg. see page 19, last paragraph wherein SEQ. ID. No:144 is found in amino 
acids 1-181 of human WT1), wherein said peptide is immunogenic (eg. it induces 
antibodies, see page 20). The peptide "consists of no more than amino acids 1-249 of 
WT1". Regarding applicants comments, Jager et al. teach use of GM-CSF as an 
adjuvant and compositions containing GM-CSF and a peptide (see column 6, second 
paragraph and column 1, first paragraph and claim 1). Jager et al. teach that GM-CSF 
can enhance the immune response against an antigen (see column 6, second 
paragraph ). GM-CSF enhances a T cell response in a patient (eg. see example 4). It 
would have been prima facie obvious to one of ordinary skill in the art at the time the 
invention was made to have created the claimed inventions because Herlyn et al. teach 
the peptides recited in the claims while Jager et al. teach use of GM-CSF as an 
adjuvant and that GM-CSF can enhance the immune response against an antigen. One 
of ordinary skill in the art would have been motivated to do the aforementioned because 
Jager et al. teach that GM-CSF can enhance the immune response against an antigen 
(column 6, second paragraph). Thus, using said composition, a routineer would have 
achieve superior results when immunizing animals to produce antibodies as per Herlyn 
et al. In addition, GM-CSF as recited in claim 60 depends from claim 59, which depends 
from claim 57, so GM-CSF has the functional property of the immune response 
enhancer recited in claim 57. Regarding motivation to create the claimed invention, 
Jager et al. teach that GM-CSF can enhance the immune response against an antigen 
(see column 6, second paragraph ) and therefore, using said composition, a routineer 
would have achieve superior results when immunizing animals to produce antibodies 
as per Herlyn et al. 



9. 



Claims 1,6,7,47-51 are allowed. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ron Schwadron, Ph.D. whose telephone number is 571 
272-0851. The examiner can normally be reached on Monday to Thursday from 
7:30am to 6:00pm. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Christina Chan, can be reached at 571 272 0841. The fax 
phone number for the organization where this application or proceeding is assigned is 
703-872-9306. Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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